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Art Unit: 1617 

DETAILED ACTION 

Claims 1-31 are pending. 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-17 and 31 (each in part), drawn to a method of treating 
individuals by inhibiting vacuolar-type (H+)-ATPase. The invention of Group I 
comprises the administration of a composition comprising a compound and a carrier. 
Said composition is characterized by a 5-17 membered lactone ring (Z = 0-12 atoms) 
wherein all Z atoms are carbon. 

Group II, claim(s) 1-17 and 31 (each in part), drawn to a method of treating 
individuals by inhibiting vacuolar-type (H+)-ATPase. The invention of Group II 
comprises the administration of a composition comprising a compound and a carrier. 
Said composition is characterized by a 5-17 membered lactone ring (Z = 0-12 atoms) 
wherein at least one Z atom is a nitrogen. 

Group III, claim(s) 1-17 and 31 (each in part), drawn to a method of treating 
individuals by inhibiting vacuolar-type (H+)-ATPase. The invention of Group III 
comprises the administration of a composition comprising a compound and a carrier. 
Said composition is characterized by a 5-17 membered lactone ring (Z = 0-12 atoms) 
wherein at least one Z atom is either an oxygen or a sulfur. 

Group IV, claim(s) 1-17 and 31 (each in part), drawn to a method of treating 
individuals by inhibiting vacuolar-type (H+)-ATPase. The invention of Group IV 
comprises the administration of a composition comprising a compound and a carrier. 
Said composition is characterized by a 5-17 membered lactone ring (Z = 0-12 atoms) 
wherein at least one Z atom is a nitrogen and at least one other Z atom is an oxygen or 
sulfur. 

Group V, claim(s) 1-17 and 31 (each in part), drawn to a method of treating 
individuals by inhibiting vacuolar-type (H+)-ATPase. The invention of Group V 
comprises the administration of a composition comprising a compound and a carrier. 
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Said composition is cliaracterized by a 5-17 membered lactone ring (Z = 0-12 atoms) 
wherein all Z atoms are carbon and the lactone ring is further fused with an epoxide 
ring. 

Group VI, claim(s) 18, 19, 20 and 21-30 (each In part), drawn to a composition 
comprising a lactone and a carrier. Group VI is limited to those inventions wherein Z is 

0- 6 atoms (forming a 5-1 1 membered lactone ring), said atoms consisting solely of 
carbon atoms. 

Group VII, claim(s) 18, 19, 20 and 21-30 (each in part), drawn to a composition 
comprising a lactone and a carrier. Group VII is limited to those inventions wherein Z is 

1- 6 atoms (forming a 6-1 1 membered lactone ring) and at least one Z atom is a nitrogen 
atom. 

Group VIII, claim(s) 18, 19, 20 and 21-30 (each in part), drawn to a composition 
comprising a lactone and a carrier. Group VIII is limited to those inventions wherein Z is 

1- 6 atoms (forming a 6-1 1 membered lactone ring) and at least one Z atom is an 
oxygen or sulfur atom. 

Group IX, claim(s) 18, 19, 20 and 21-30 (each in part), drawn to a composition 
comprising a lactone and a carrier. Group VII is limited to those inventions wherein Z is 

2- 6 atoms (forming a 7-1 1 membered lactone ring) and at least one Z atom is a nitrogen 
atom and at least one other Z atom is an oxygen or sulfur atom. 

Group X, claim(s) 18, 19, 20 and 21-30 (each in part), drawn to a composition 
comprising a lactone and a carrier. Group VI is limited to those inventions wherein Z is 
0-6 atoms (forming a 5-1 1 membered lactone ring), said atoms consisting solely of 
carbon atoms, and wherein an epoxide ring is fused with the lactone ring. 

The inventions listed as Groups l-X do not relate to a single general inventive 
concept under POT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

The invention of Group I lacks unity with the invention of Group II because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. A nitrogen containing lactone used in the invention of Group II 
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will, for example, have a greater nucleophilicity and a stronger basicity than will a non- 
nitrogen containing lactone used in the invention of Group I. 

The invention of Group I lacks unity with the invention of Group III because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. An oxygen or sulfur containing lactone used in the invention of 
Group III will, for example, have a greater electrophilicity, a greater polarity and an 
increased hydrophilicity compared to a lactone ring possessing only the lactone oxygen 
in its backbone (used in the invention of Group I) due to the increased electronegativity 
of and electron density surrounding the oxygen or sulfur atom. 

The invention of Group I lacks unity with the invention of Group IV because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. A nitrogen and oxygen or sulfur containing lactone used in the 
invention of Group IV will, for example, have a greater nucleophilicity, a stronger 
basicity and polarity than will a non-nitrogen and oxygen or sulfur containing lactone 
used in the invention of Group I. 

The invention of Group I lacks unity with the invention of Group V because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
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different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide used in the treatment of Group V will significantly 
alter the stability of a compound. Epoxides are known to be especially susceptible to 
nucleophilic attack and ring opening due to a weak carbon-oxygen bond caused by 
angle strain. Furthermore, the presence of the epoxide oxygen will cause a compound 
used in a Group V treatment to have an increased polarity and hydrophilicity, thereby 
increasing the bioavailability of the compounds used in Group V treatments. 

The invention of Group I lacks unity with the inventions of Groups Vl-X because 
they do not share a common special technical feature. The compositions used in the 
treatments of Group I do not have the same scope as do the compositions claimed in 
the inventions of Groups Vl-X because the special technical feature of Group I is drawn 
to a 5-17 membered lactone ring whereas the inventions of Groups Vl-X are drawn to 5- 
1 1 membered lactone rings. For example, a treatment comprising the administration of 
a 12 membered lactone ring to a patient would not share a special technical feature with 
a composition comprising a 5-1 1 membered lactone ring. 

The invention of Group II lacks unity with the invention of Group III because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. An oxygen containing lactone used in the invention of Group III 
will, for example, have a greater electrophilicity and a greater polarity than an analogous 
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nitrogen containing lactone (used in the invention of Group II) due to the increased 
electronegativity of the oxygen atom. 

The invention of Group II lacks unity with the invention of Group IV because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The reactivities of the lactones used in the treatments of Group 
IV are not going to depend solely on the presence of the nitrogen heteroatom as in the 
lactones used in the treatments of Group II but also on the oxygen and/or sulfur atom(s) 
of the heterocycle. Accordingly, the presence of the nitrogen heteroatom will not be 
predictive of the properties and/or reactivities in the nitrogen and oxygen and/or sulfur 
containing lactone. Furthermore, the two groups will be different because of varied 
polarities and solubilities of the compounds; hetero-containing lactones used in Group 
IV treatments will have competing electronegativities of the different heteroatoms 
whereas hetero-containing lactones of Group II will have a single type of heteroatom. 

The invention of Group II lacks unity with the invention of Group V because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide used in the treatment of Group V will significantly 
alter the stability of a compound. Epoxides are known to be especially susceptible to 
nucleophilic attack and ring opening due to a weak carbon-oxygen bond caused by 
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angle strain. Furthermore, the presence of the epoxide oxygen will cause a compound 
used in a Group V treatment to have a polarity dissimilar to a lactone used in a Group II 
treatment because of differing nitrogen and oxygen electronegativities. 

The invention of Group II lacks unity with the inventions of Groups Vl-X because 
they do not share a common special technical feature. The compositions used in the 
treatments of Group II do not have the same scope as do the compositions claimed in 
the inventions of Groups Vl-X because the special technical feature of Group II is drawn 
to a 5-17 membered lactone ring whereas the inventions of Groups Vl-X are drawn to 5- 
11 membered lactone rings. For example, a treatment comprising the administration of 
a 12 membered lactone ring to a patient would not share a special technical feature with 
a composition comprising a 5-1 1 membered lactone ring. 

The invention of Group III lacks unity with the invention of Group IV because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The reactivities of the lactones used in the treatments of Group 
IV are not going to depend solely on the presence of the oxygen or sulfur heteroatom as 
in the lactones used in the treatments of Group III but also on the oxygen and/or sulfur 
atom(s) of the heterocycle. Accordingly, the presence of the oxygen or sulfur 
heteroatom will not be predictive of the properties and/or reactivities in the nitrogen and 
oxygen and/or sulfur containing lactone. Furthermore, the two groups will be different 
because of varied polarities and solubilities of the compounds; hetero-containing 
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lactones used in Group IV treatments will have competing electronegativities of the 
different heteroatoms whereas hetero-containing lactones of Group III will have a single 
type of heteroatom. 

The invention of Group III lacks unity with the invention of Group V because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide used in the treatment of Group V will significantly 
alter the stability of a compound. Epoxides are known to be especially susceptible to 
nucleophilic attack and ring opening due to a weak carbon-oxygen bond caused by 
angle strain. Furthermore, the presence of the epoxide oxygen will cause a compound 
used in a Group V treatment to have a solubility dissimilar to a lactone used in a Group 
III treatment because, for example, the hydrophilicity of an epoxide will not be the same 
as a typical ether because, as a result of the angle strain, the lone pairs of the epoxide 
oxygen are in a much lower energy state than they would be in a typical ether. 

The invention of Group III lacks unity with the inventions of Groups Vl-X because 
they do not share a common special technical feature. The compositions used in the 
treatments of Group III do not have the same scope as do the compositions claimed in 
the inventions of Groups Vl-X because the special technical feature of Group III is 
drawn to a 5-17 membered lactone ring whereas the inventions of Groups Vl-X are 
drawn to 5-1 1 membered lactone rings. For example, a treatment comprising the 
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administration of a 12 membered lactone ring to a patient would not share a special 
technical feature with a composition comprising a 5-1 1 membered lactone ring. 

The invention of Group IV lacks unity with the invention of Group V because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide used in the treatment of Group V will significantly 
alter the stability of a compound. Epoxides are known to be especially susceptible to 
nucleophilic attack and ring opening due to a weak carbon-oxygen bond caused by 
angle strain. Furthermore, the presence of the epoxide oxygen will cause a compound 
used in a Group V treatment to have a solubility dissimilar to a lactone used in a Group 
IV treatment because, for example, the hydrophilicity of an epoxide will not be the same 
as a typical ether because, as a result of the angle strain, the lone pairs of the epoxide 
oxygen are in a much lower energy state than they would be in a typical ether. 

The invention of Group IV lacks unity with the inventions of Groups Vl-X because 
they do not share a common special technical feature. The compositions used in the 
treatments of Group IV do not have the same scope as do the compositions claimed in 
the inventions of Groups Vl-X because the special technical feature of Group IV is 
drawn to a 5-17 membered lactone ring whereas the inventions of Groups Vl-X are 
drawn to 5-1 1 membered lactone rings. For example, a treatment comprising the 
administration of a 12 membered lactone ring to a patient would not share a special 
technical feature with a composition comprising a 5-1 1 membered lactone ring. 
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The invention of Group V lacks unity with the inventions of Groups Vl-X because 
they do not share a common special technical feature. The compositions used in the 
treatments of Group V do not have the same scope as do the compositions claimed in 
the inventions of Groups Vl-X because the special technical feature of Group V is drawn 
to a 5-17 membered lactone ring whereas the inventions of Groups Vl-X are drawn to 5- 
1 1 membered lactone rings. For example, a treatment comprising the administration of 
a 12 membered lactone ring to a patient would not share a special technical feature with 
a composition comprising a 5-1 1 membered lactone ring. 

The invention of Group VI lacks unity with the invention of Group VII because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. A nitrogen containing lactone of Group VII compositions will, for 
example, have a greater nucleophilicity and a stronger basicity than will a non-nitrogen 
containing lactone of Group VI compositions. 

The invention of Group VI lacks unity with the invention of Group VIII because 
the types of atoms present in the lactone will strongly influence the nature of the 
compound used in the treatments of the two groups. The bioavailability of these 
compounds will be different because of the varying polarities, solubilities, reactivities, 
etc. of the different types of ring systems. An oxygen or sulfur containing lactone of 
Group VIII compositions will, for example, have a greater electrophilicity, a greater 
polarity and an increased hydrophilicity compared to a lactone ring possessing only the 
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lactone oxygen in its backbone (in Group VI compositions) due to the increased 
electronegativity of and electron density surrounding the oxygen or sulfur atom. 

The invention of Group VI lacks unity with the invention of Group IX because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. A nitrogen and oxygen or sulfur containing lactone of Group IX 
compositions will, for example, have a greater nucleophilicity, a stronger basicity and 
polarity than will a non-nitrogen and oxygen or sulfur containing lactone of Group VI 
compositions. 

The invention of Group VI lacks unity with the invention of Group X because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide of a composition in an invention of Group X will 
significantly alter the stability of the lactone. Epoxides are known to be especially 
susceptible to nucleophilic attack and ring opening due to a weak carbon-oxygen bond 
caused by angle strain. Furthermore, the presence of the epoxide oxygen will cause a 
compound of Group X compositions to have an increased polarity and hydrophilicity, 
thereby increasing the bioavailability of Group X compositions compared to Group VI 
compositions. 
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The invention of Group VII lacks unity with the invention of Group VIII because 
the types of atoms present in the lactone will strongly influence the nature of the 
compound used in the treatments of the two groups. The bioavailability of these 
compounds will be different because of the varying polarities, solubilities, reactivities, 
etc. of the different types of ring systems. An oxygen containing lactone of Group VIII 
compositions will, for example, have a greater electrophilicity and a greater polarity than 
an analogous nitrogen containing lactone (Group VII compositions) due to the increased 
electronegativity of the oxygen atom. 

The invention of Group VII lacks unity with the invention of Group IX because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The reactivities of the lactones used in the treatments of Group 
IX are not going to depend solely on the presence of the nitrogen heteroatom as in the 
lactones of Group VII compositions but also on the oxygen and/or sulfur atom(s) of the 
heterocycle. Accordingly, the presence of the nitrogen heteroatom will not be predictive 
of the properties and/or reactivities in the nitrogen and oxygen and/or sulfur containing 
lactone. Furthermore, the two groups will be different because of varied polarities and 
solubilities of the compounds; hetero-containing lactones of Group IX compositions will 
have competing electronegativities of the different heteroatoms whereas hetero- 
containing lactones of Group VII compositions will have a single type of heteroatom. 
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The invention of Group VII lacks unity with the invention of Group X because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide of Group X compositions will significantly alter the 
stability of the lactone. Epoxides are known to be especially susceptible to nucleophilic 
attack and ring opening due to a weak carbon-oxygen bond caused by angle strain. 
Furthermore, the presence of the epoxide oxygen will cause a compound of Group X 
compositions to have a polarity dissimilar to a lactone of Group VII compositions 
because of differing nitrogen and oxygen electronegativities. 

The invention of Group VIII lacks unity with the invention of Group IX because 
the types of atoms present in the lactone will strongly influence the nature of the 
compound used in the treatments of the two groups. The bioavailability of these 
compounds will be different because of the varying polarities, solubilities, reactivities, 
etc. of the different types of ring systems. The reactivities of the lactones of Group IX 
compositions are not going to depend solely on the presence of the oxygen or sulfur 
heteroatom as in the lactones of a composition in an invention of Group VIII but also on 
the oxygen and/or sulfur atom(s) of the heterocycle. Accordingly, the presence of the 
oxygen or sulfur heteroatom will not be predictive of the properties and/or reactivities in 
the nitrogen and oxygen and/or sulfur containing lactone. Furthermore, the two groups 
will be different because of varied polarities and solubilities of the compounds; hetero- 
containing lactones of Group IX compositions will have competing electronegativities of 
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the different heteroatoms whereas hetero-containing lactones of Group VIII 
compositions will have a single type of heteroatom. 

The invention of Group VIII lacks unity with the invention of Group X because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide of Group X compositions will significantly alter the 
stability of the lactone. Epoxides are known to be especially susceptible to nucleophilic 
attack and ring opening due to a weak carbon-oxygen bond caused by angle strain. 
Furthermore, the presence of the epoxide oxygen will cause a compound of Group X 
compositions to have a solubility dissimilar to a lactone of Group VIII compositions 
because, for example, the hydrophilicity of an epoxide will not be the same as a typical 
ether due to, as a result of the angle strain, the lone pairs of the epoxide oxygen being 
in a much lower energy state than they would be in a typical ether. 

The invention of Group IX lacks unity with the invention of Group X because the 
types of atoms present in the lactone will strongly influence the nature of the compound 
used in the treatments of the two groups. The bioavailability of these compounds will be 
different because of the varying polarities, solubilities, reactivities, etc. of the different 
types of ring systems. The epoxide of Group X compositions will significantly alter the 
stability of the lactone. Epoxides are known to be especially susceptible to nucleophilic 
attack and ring opening due to a weak carbon-oxygen bond caused by angle strain. 
Furthermore, the presence of the epoxide oxygen will cause a compound of Group X 
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compositions to have a solubility dissimilar to a lactone of Group IX compositions 
because, for example, the hydrophilicity of an epoxide will not be the same as a typical 
ether due to, as a result of the angle strain, the lone pairs of the epoxide oxygen being 
in a much lower energy state than they would be in a typical ether. 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

If Applicant elects one of Groups l-V, Applicant is required, in reply to this action, 
to elect a single composition species (identifying a specific lactone) as well as a single 
condition species (identifying a specific condition to which administration of the lactone 
is intended to treat) to which the claims shall be restricted if no generic claim is finally 
held to be allowable. The reply must also identify the claims readable on the elected 
species, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered non-responsive unless 
accompanied by an election. 

If Applicant elects one of Groups Vl-X, Applicant is required, in reply to this 
action, to elect a single composition species (identifying a specific lactone) to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or othenA/ise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The claims are deemed to correspond to the species listed above in the following 
manner: 

Claims 12-17 are drawn to specific species of condition treated. 
The following claim(s) are generic: 1-1 1 and 18-31 . 

The species listed above do not relate to a single general inventive concept 

under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 

corresponding special technical features for the following reasons: 

According to PCT Rule 13.2 and to the guidelines in Section (f)(i)(B)(1) of Annex 
B of the PCT Administrative Instructions, all alternatives of a Markush Group must have 
a common structure which is a significant structural element. Although the chemical 
compounds of the compositions of claims 1-31 share the common structure of an ene- 
amide, the compounds are not regarded as being of similar nature because the shared 
common structure is not a significant structural element. The significant structural 
element of the compound is the lactone. While each compound comprises a lactone, 
the lactone of each of the species is not the same. For example, one species of Group I 
could be a lactone comprising a 5 membered ring whereas another species of Group I 
could be a lactone comprising a 17 membered ring. 

According to PCT Rule 13.2, unity of invention exists only when there is a shared 
same or corresponding special technical feature among the claimed inventions. All the 
species of Groups l-V are directed to "treating or preventing a condition" but each 
species has a special technical feature not shared by the remaining species. For 
example, one species is directed to the treatment of cancer, another to the treatment for 
the inhibition of intra-organellar acidification of intracellular organelles, and yet another 
to a treatment of osteoporosis. 
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The examiner lias required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
include all the limitations of the allowable product claim will be rejoined in accordance 
with the provisions of MPEP § 821 .04. Process claims that depend from or 
otherwise include all the limitations of the patentable product will be entered as a 
matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103, and 112. Until an elected product claim is 
found allowable, an otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowed product claim will not be rejoined. See 
"Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In re 
Brouwer and 35 U.S.C. § 103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order 
to retain the right to rejoinder in accordance with the above policy. Applicant is advised 
that the process claims should be amended during prosecution either to maintain 
dependency on the product claims or to otherwise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. Further, note 
that the prohibition against double patenting rejections of 35 U.S.C. 121 does not apply 
where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP §804.01. 

A telephone call was not made due to the complexity of the restriction. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory W Mitchell whose telephone number is 571- 
272-2907. The examiner can normally be reached on M-F, 8 AM - 4 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto,gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Gregory W Mitchell 



Examiner 
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